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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
17, 2006 has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 1, 2, 4, and 12-17 have been 
considered but are moot in view of the new ground(s) of rejection. 

The declaration under 37 CFR 1.132 filed April 17, 2006 is insufficient to 
overcome the rejection of claims 1, 2, 4, and 12-17 based upon Baecker in view of Yang 
under 35 USC 103 as set forth in the last Office action because: showing is not 
commensurate in scope with the claims. It refer(s) only to the system described in the 
above referenced application and not to the individual claims of the application. Thus, 
there is no showing that the objective evidence of nonobviousness is commensurate in 
scope with the claims. See MPEP § 716. The declaration also does not indicate the 
identity of the closest prior art to which the claims are compared. However, the 
Examiner has revised the rejections to apply new grounds of rejection. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4, 12-14, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pearce et al (Pearce, Martin H., et al, "Screening Lignin Degrading 
Fungi for Biomechanical Pulping of Eucalypt Wood Chips, Proceedings 49 th Appita 
Annual General Conference, Hobart, Tasmania, Australia, 2-7 April 1995; supplied by 
applicant) in view of Giovannozzi Sermanni et al (U.S. Patent 6,379,495) and Call (U.S. 
Patent 6,103,059). 

With respect to claim 1 , Pearce et al discloses a method for producing 
eucalyptus paper pulp for use in the making of paper (pg. 347, col. 1, lines 1-2 and 36- 
38), the method comprising the steps of: inoculating the eucalyptus wood chips (pg. 
348, col. 2, last fl) with white rot fungus which is Phanerochaete chrysosporium (pg. 
347, col. 2, lines 8-12); b) fermenting the wood chips so as to cause a propagation of 
the fungus through the wood chips and allow the fungus to modify lignin (i.e., 
incubation; pg. 348, col. 2, \ast% last line); and c) pulping of the degraded wood chips 
(pg. 348, col. 2, first 3 full fls). Pearce does not disclose expressly the resulting paper 
strength, nor that the wood chips are pulped by a kraft process. 
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Call discloses a method for producing pulp (title) from wood chips (col. 1, lines 
65-67) wherein chips are pretreated with Phanerochaete chrysosporium (col. 1, lines 
33-38) followed by pulping the chips using a known kraft process (col. 1, lines 65-67). 

Giovannozzi Sermanni discloses a method for producing paper pulp from raw 
materials including arboreal species (col. 3, lines 33-38) such as eucalyptus (col. 4, 
lines 39-45) comprising inoculating a raw material (col. 3, lines 56-59) with a wood 
saprophyte mycelia (col. 3, lines 13-17), fermenting the raw material (e.g., reaction; col. 
3, lines 60-64), and pulping the raw material (e.g., elementarisation; col. 3, lines 65-67; 
or col. 4, lines 26-27), wherein the paper produced by the pulp made by the method has 
a higher strength, as measured by burst index and tear index, than paper produced 
from pulp not treated with the wood saprophyte mycelia (Tables 1-4). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use a kraft process, as described by Call, and to expect higher 
strength, as described by Giovannozzi Sermanni, in the pulp production method of 
Pearce, to obtain the invention as specified in claim 1. 

The motivation would have been to achieve an improvement in cooking capacity 
and improved kappa reduction (Call, col. 2, lines 1-5); mechanical pulping requires 
relatively large amounts of electrical energy (Pearce, pg. 347, col. 1, lines 38-40); that 
processes using fungi having a high lignolytic activity provide improvement in strength 
characteristics of paper layers (Giovannozzi Sermanni, col. 2, line 63 - col. 3, line 10); 
and that another consequence of biotreatment is an increase in some properties of 
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strength of the obtained layer compared to an untreated control (Giovannozzi Sermanni, 
col. 9, lines 2-6). 

With respect to claim 2, Pearce discloses a step of bleaching the pulp by a 
known bleaching process (pg. 348, col. 2, 4 th full H)- However, Pearce does not 
disclose expressly that the process is multistage. 

Call discloses a step of bleaching the kraft pulp by a multistage bleaching 
process (col. 5, lines 16-24; col. 2, lines 25-33) 

With respect to claim 4, Pearce discloses that the fermentation step is a static 
fermentation step (pg. 348, col. 2, last fl). 

With respect to claims 12 and 13, Pearce discloses that the wood chips are 
inoculated with the fungus and without nutrients pg. 348, col. 2, last ID. or the wood 
chips are inoculated with the fungus and known nutrients (pg. 347, col. 2, last U). 

With respect to claim 14, Pearce discloses that the moisture content of the chips 
prior to the step of inoculation is kept at 60% (pg. 348, col. 1 , last U), which the 
Examiner construes to be the fibre saturation point or greater. 

With respect to claim 16, Pearce discloses that the wood chips are inoculated 
with 1-2 gms inoculum / 250 gms wood (pg. 348, col. 2, last U). Pearce does not 
disclose expressly that the chips are inoculated with 1 to 5 gms inoculum/ton of wood. 
At the time of the invention, absent a showing of unexpected results, it would have been 
obvious to a person of ordinary skill in the art to optimize the application rate of 
inoculum to chips to achieve adequate colonization (pg. 350, col. 1, U 1), and as a 
result, the desired degree of lignin degradation (pg. 348, col. 1 , line 16). It has been 
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held that discovering the optimum or workable ranges or an optimum value of a result 
effective variable involves only routine skill in the art. See MPEP 2144.05 II. 

With respect to claim 17, Pearce discloses that the moisture content in the wood 
during the step of fermentation is 60-65% (pg. 348, col. 2, last^), which contains 2 
specific points (60, 65) within the claimed range of 55-65%. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pearce 
in view of Call and Giovannozzi Sermanni, as applied to claim 1 above, and further in 
view of Akhtar (U.S. Patent 5,620,564). 

With respect to claim 15, Pearce, Call, and Giovannozzi Sermanni do not 
disclose expressly that said moisture content is 50-55% of the total wood based on a 
wet weight of the chips. 

Akhtar discloses that the moisture content is 55-65% of the total wood, which 
contains one specific endpoint within the claimed range of 50-55%, based on the wet 
weight of the chips (col. 3, lines 58-63 and col. 4, lines 28-31). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use a moisture content as described by Akhtar in the wood chips of 
Pearce, Call, and Giovannozzi Sermanni to obtain the invention as specified in claim 15. 

The motivation would have been that because conditions of high humidity during 
the fermentation process will be desired, a relatively high moisture content of the chips 
prior to fermentation is most desirable, preferably at the fiber saturation point or greater 
(col. 3, lines 54-63). 



Application/Control Number: 10/652,587 
Art Unit: 1731 



Page 7 



Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. U.S. 3,962,033 shows a method of producing cellulose pulp 
using Sporotrichum pulverulentum (another name for Phanerochaete chrysosporium) to 
treat wood chips, followed by sulphate (i.e., kraft) digestion. U.S. 6,402,887 shows 
biopulping wood chips by incubating the chips with a white-rot fungi, followed by kraft 
pulping, with excellent strength properties. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Kinney whose telephone number is (571) 272- 
8388. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). n ^-^ j7) 
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